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Sir: 

This Reply Brief is timely submitted within two months from the date of the 
Examiner's Answer mailed July 19, 2007. The purpose of this Reply Brief is to 
supplement Appellant's arguments set forth in Appellant's Appeal Brief filed on March 26, 
2007 in light of recent caselaw concerning obviousness, most notably the Supreme Court's 
recent KSR decision. 1 Furthermore, the purpose of this Reply Brief is also to briefly 
address some of the Examiner's arguments in the Examiner's Answer. 

After KSR, a prima facie showing of obviousness still requires that the Examiner 
establish that the differences between a claimed invention and the prior art "are such that 
the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art." 35 U.S.C. § 103(a). Such a showing requires 



1 KSR International Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734, 82 USPQ2d 1385, 1391(2007). 
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that all claimed features be disclosed or suggested by the prior art. Four factors generally 
control an obviousness inquiry: 1) the scope and content of the prior art; 2) the differences 
between the prior art and the claims; 3) the level of ordinary skill in the pertinent art; and 
4) secondary considerations of non-obviousness, such as commercial success of products 
covered by the patent claims, a long felt but unresolved need for the invention, and failed 
attempts by others to make the invention. KSR, 127 S. Ct. at 1734 (quoting Graham v. John 
Deere Company, 383 U.S. 1, 17-18 (1966)) ("While the sequence of these questions might 
be reordered in any particular case, the [Graham] factors continue to define the inquiry that 
controls."). 

Moreover, in KSR, the Court explained that "[o]ften, it will be necessary for a court 
to look to interrelated teachings of multiple patents; the effects of demands known to the 
design community or present in the marketplace; and the background knowledge possessed 
by a person having ordinary skill in the art, all in order to determine whether there was an 
apparent reason to combine the known elements in the fashion claimed by the patent at 
issue" and "[t]o facilitate review, this analysis should be made explicit." KSR, 127 S. Ct. at 
1740-41 citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006) 
("[R] ejections on obviousness grounds cannot be sustained by mere conclusory statements; 
instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness"). But, not every combination is obvious 
"because inventions in most, if not all, instances rely upon building blocks long since 
uncovered, and claimed discoveries almost of necessity will be combinations of what, in 
some sense, is already known." KSR, 127 S. Ct. at 1741. 
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As a result, after KSR, while there is no rigid requirement for an explicit "teaching, 
suggestion or motivation" to combine references, there still must be some evidence of "a 
reason that would have prompted a person of ordinary skill in the relevant field to combine the 
elements in the way the claimed new invention does" in an obviousness determination. KSR, 
127 S. Ct. at 1731. 

Turning now to the Examiner's Answer, Examiner has provided a variety of reasons 
for the combination of Barrott and Gillam to reject the pending claims. In particular, the 
Examiner has argued that the reason (a) exists in Gillam itself via the statement "Consumers 
want to have a more meaningful experience when burying a loved one." (Examiner's Answer, 
page 16-18), (b) is based on a desire to enhance commercial opportunities (Examiner's 
Answer, page 20), and (c) is based on "common sense" (Examiner's Answer, page 20-21). 
The Examiner's purported reasons, however, in this instance are so broad and amorphous such 
that, standing alone, they would effectively render practically every commerce-related and/or 
funeral-related invention obvious in view of what has already been developed in the prior art. 
Appellant submits that the reasons for combining references must at least be directed to the 
reasons for combining the specific features of the references to arrive at a claimed invention. 

As an example, claim 1 recites, in part, querying a loved one, based upon a response to 
the query, asking a plurality of questions to elicit responses, and only after the responses to 
those questions are processed by a computer is the loved one prompted to select a theme from 
among a menu of themes and select theme-appropriate memorial items. The Examiner's 
purported reasons for combining the references, however, merely address whether one of 
ordinary skill in the art would be motivated to use themes in funeral planning (which is all that 
Gillam really adds to the rejection). No objective reason has been proffered for why it would 
have been obvious to incorporate Appellant's claimed selection of a theme, and of theme- 
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appropriate memorial items, only after processing initial responses from a loved one that 
enable the selection of a theme from a menu of themes. While KSR may have removed the 
strict adherence to requiring a specific teaching, suggestion or motivation, Appellant submits 
that KSR does not stand for the proposition that ambiguous reasons can be the genesis for 
making specific modifications to the teachings of a reference, where no reason otherwise exists 
to make those specific modifications. Were that the case, practically every semiconductor 
invention that happens to make a semiconductor smaller and/or faster would be obvious in 
view of the general desire in the art to make semiconductors smaller and faster. Likewise, in 
this case, there would need to be a recognized reason for incorporating Appellant's claimed 
response-eliciting questions and processing thereof, which are used to thereafter select a theme 
and appropriate memorial items, into Barrott. Appellant respectfully submits that no such 
reason has been proffered or exists, and as such, the Examiner's rejections should be reversed. 

In addition, irrespective of whether the Examiner's purported reasons are sufficient to 
establish the motivation for the combination, the combination of Barrott and Gillam still does 
not teach or suggest each and every element of the pending claims, which is a requirement that 
has not changed after KSR. As Appellant argued in the Appeal Brief on page 17, the 
combination of the Barrott and Gillam references does not lead to "systematic questions and 
queries about the deceased's life designed to elicit responses recognized by a computer that 
automatically selects a theme." 

The Examiner has cited paragraphs [0013] and [0015] of Barrott a variety of times in 
the Examiner's Answer for the proposition that the system of Barrott provides 1) user 
selectable options or choices and 2) after the selection of these options or choices, 3) the user is 
guided through additional selectable option pages, and then again, the user can select from 
these additional selectable option pages. In the end, the sequence of options or choices will 

Page 4 of 6 

Application No. 10/682,665 

Replv to 1 xaminer's Answer ot Julv 1<J. 2007 

Client Ref: Nl-15192 

WH&E: HILB/722C1 



allow the user to choose those services and products that meet the user's needs. However, the 
final services and the final products that a user may select from are not automatically selected 
by the computer process based on the user's responses, instead, they are the end product of the 
manual selection by the user during the sequence of options or choices. Thus, Barrott simply 
teaches that a user can be provided with a sequence of options or choices from which the user 
can manually select. Even if later options or choices are listed based on the previous manual 
selection by the user, the system of Barrott, even if in combination with Gillam, does not 
automatically select for the user (or restrict the user's possible selections) based upon the 
user's responses. 

Moreover, with respect to themes, Barrott itself indicates in paragraph [0013] that a 
theme can be manually selected by a user from a number of check boxes in the system. In 
particular, paragraph [0013] states, "[fjurther, the system allows the user to view and select 
product options (i.e., urn or casket style, material, interior fabric and theme) by selecting from 
a number of pre-determined check boxes." However, as above, the ability of a user to select a 
theme, or to later select theme appropriate memorial items, is not based upon automated 
processing of a user's responses. Instead, a theme in Barrott appears to simply be another 
option that can be manually selected by the user. Furthermore, there is nothing in Barrott or 
Gillam directed to asking questions and eliciting responses, and then "enable [ing] the selection 
of a theme" based upon the automated processing of the responses. The proposed 
combination, at the most, discloses selecting a theme within an overall selection process, and 
lacks any disclosure or suggestion of the specific steps recited in Appellant's claims. As a 
result, each and every element of the pending claims is not found in the combination of Barrott 
and Gillam, and therefore, the pending claims are not obvious and the Examiner's rejection 
should be reversed. 
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If the Examiner has any questions regarding the foregoing, the Examiner may 



contact the undersigned at (513) 241-2324. Moreover, if any other charges or credits are 
necessary to complete this communication, please apply them to Deposit Account 23 3000. 



Respectfully submitted, 



September 14, 2007 /Scott A. Stinebruner/ 

Date Scott A. Stinebruner 

Reg. No. 38,323 

WOOD, HERRON & EVANS, L.L.P. 
2700 Carew Tower 
441 Vine Street 
Cincinnati, Ohio 45202 
Telephone: (513)241-2324 
Facsimile: (513)241-6234 
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